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COMES NOW Applicant, Tango Card, In@and hereby respectfully appeals the
Examining Attorney’s refusal to registepplicant’s standard eracter REWARDS AS A
SERVICE mark in Applicatiorberial No. 85/878,838 (“the Appation”). The Examining
Attorney’s refusal on the grounds that ApplitarREWARDS AS A SERVWCE mark is merely
descriptive of theaplied-for services pursuant to Trademark Act 82(e)(1), 15 U.S.C.
81052(e)(1), is inappropriate because Applicamizgsk conjures “software as a service,” is
incongruous, and, thus, is suggestive becaustsitéeimmediately desibe the applied-for

services with the requisite degree of particularity.

PROSECUTION HISTORY

Applicant filed the Application on March 18013, seeking registrat on the Principal
Register for the mark REWARDS AS A SERVI@kstandard characters in connection with
“Promotional and marketing services, namebnducting incentive reward programs to promote
the sale of products and services of others, associated vaghpication progamming interface
to integrate a rewards program into a usaftermation technology systems” in Class 35.
Grounds for Refusal: Merely Descriptive

On July 1, 2013, the Examining Attornesgliied a Non-Final Office Action (the “Office
Action”), refusing registratiomnder Trademark Act 82(e)(1) ¢ime ground that Applicant’s
mark is merely descriptive of Applicant’s services.

On December 10, 2013, Applicant submitted#ite action response (the “OAR”), in

which Applicant offered arguments against thfesal to register the mark under Trademark Act

82(e)(1).
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On December 30, 2013, the Examining Ateymssued a Final Action (the “FOA”)
regarding the refusal und&rademark Act 82(e)(1).

On February 27, 2014, Applicant filed a Resfuer Reconsideration (the “RFR”), in
which Applicant offered additional argumentsia@vidence against thefusal on the grounds of
descriptiveness. Applicant aléited a Notice of Appeal withhe Board on February 27, 2014.
SeeDocket Doc. 1. The Board acknowledged ardliinted the appeal and remanded it to the
Examining Attorney for consideratiaf Applicant's RFR on the same d&eeDocket Doc. 2.

On March 19, 2014, the Examining Attornegued a Reconsideration Letter, in which
the final refusal under Trademark Act 8{() was continued and maintain&&eDocket Doc.

6. On March 20, 2014, the Board issued an arelerming the appeal and allowing Applicant

until May 19, 2014, to file its Appeal BrielSeeDocket Doc. 7.

SUMMARY OF EVIDENCE

A. Examining Attorney’s Evidence

Office Action of July 1, 2013:

Google’s Cache of Carepass Developer Portal
Google’s Cache of Rewards.com

Google’s Cache of Rewardsden.com
Definition of “AP1”

Definition of “Reward”

Definition of “Service”

Office Action of December 30, 2013:

Definition of “Software as a Service”

TSDR Information for Reg. No. 4,407,836
TSDR Information for Reg. No. 4,377,866
TSDR Information for Reg. No. 4,296,683
TSDR Information for Reg. No. 4,359,451
TSDR Information for Reg. No. 4,445,316
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B. Applicant’s Evidence
RFR of February 27, 2014:

Table 1: “As a Service” Registrations Where Mhowing of Acquired Distinctiveness was
Needed

Exhibit A: Definition of “Software as a serviceWikipedia,
http://en.wikipedia.orghki/Software_as_a_service (accessed Jan. 28, 2014).

Exhibit B: Definition of “Reward”, Merriam-Webster’s Online Dictionary,

http://www.merriam-webster.com/diotiary/reward (accessed Feb. 18, 2014).
Exhibit C: Registration Certificates for Fedefaademark Registrations Cited in Table 1.
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ARGUMENT
The Examining Attorney has refused regitibn of the proposed mark pursuant to
Trademark Act Section 2(e)(1), 15 U.S.C. $2()(1), on the grounds that the mark merely
describes Applicant’s services.rRbe following reasons, Applicant respectfully disagrees with
the Examining Attorney’s findingnd requests that the Board neseethe statutory refusal and

allow publication otthe Application.

l. REWARDS AS A SERVICE Is Suggestive
Applicant seeks registration of the m&kEWARDS AS A SERVICE in standard
characters for use in connection with “Prdiooal and marketing services, namely, conducting
incentive reward programs to promote the salgroflucts and services of others, associated with
an application programming interface to integeatewards program into a user’s information
technology systems” in Class 35. Accordinghte Examining Attorney, Applicant’s mark
merely describes Applicant’s recited servibesause “[tlhe applicais clearly providing a
service that features the prenin of rewards.” FOA. HoweveApplicant's REWARDS AS A
SERVICE mark is nomerelydescriptive of the recited servicescause it is a clever play on the
expression “software as a service” and has eonigruous meaning wheead literally. Thus, it
does not immediately describe ttedevant services with theqaisite degree of particularity.
Furthermore, numerous registrations incorpgogathe expression “AS SERVICE” have been
allowed on the principal register withaaitshowing of acqued distinctivenessSee Table ,1pp.
8-12.
A mark is merely descriptive if it "feinwith conveys an immediate idea of the

ingredients, qualities or anacteristics of the goodsAbercrombie & Fitch Co. v. Hunting
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World, Inc, 537 F.2d 4, 189 USPQ 759, 765 (2nd Cir. 19%6ég also In re Abcor
Development Corp616 F.2d 525, 200 USPQ 215 (CCPA 1978). Moreover, to be merely
descriptive, the mark musbnvey such information with a "degree of particulariBits
Products v. Medical Modiies Associates, Inc211 USPQ 1199, 1204-05 (TTAB 198%ge
also In re Diet Tabs, Inc231 USPQ 587, 588 (TTAB 1986jpliday Inns, Inc. v. Monolith
Enterprises212 USPQ 949, 952 (TTAB 1981 re TMS Corp. of the America®00 USPQ
57,59 (TTAB 1978)In re Gourmet Bakers, Inc173 USPQ 565 (TTAB 1972).

The Board has recognized the fine Ibetween merely descriptive marks and
suggestive mark®©reck Holdings, LLC, v. Bissell Homecare, [Mopposition No. 91173831,
*21 (TTAB Feb. 16 2010)(HEALTHY HOME VACCUM not merely descriptive of vacuum
cleaners) [not precedential]. One may be infortmgduggestion as well as by description.
re Reynolds Metals Compgm80 F.2d 902, 178 USPQ 296 (CCPA 1973). As the Federal
Circuit has stated:

...a term may possess elertgeaf suggestiveness and
descriptiveness at the satimae. No clean boundarisgparate
theselegal categories. Rather, a term may slide along the
continuum between suggesivess and descriptiveness
depending on usage, contextdaother factors that affect the

relevant publits perception of the term.

In re Nett Designs, Inc57 USPQ2d 1564, 15664#. Cir. 2001).

A. REWARDS AS A SERVICE Is Suggestive Bedaisa Play on “Software as a

Service”
Applicant's REWARDS AS A SERVICE mark &clever play on the phrase “software
as a service” (also known as “cloud computing”). The phrase “software as a service” is

commonly defined as “a software delivery moidelvhich software and associated data are
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centrally hosted on the cloud” and accessed via web bro8selRFR, Exhibit A. Applicant’s
recited services include, among other thingspVling an online nonalvnloadable Internet-
based system application,” whifalls into this category. Hower, Applicant’s mark does not
incorporate the phrase “softwaas a service.” Instead, Applidamplaces the word “software”
with “rewards” in order towwggest that Applicand’ cloud-based software helps consumers
integrate a program featuridgplicant’s gift card technolgy into information technology
systems. Applicant’s unique spim the well-known phrase “sofae as a service” also means
that consumers must engage in a multi-stagsoning process in order to understand how
Applicant’s mark relates to Afipant’s services. Apicant’s mark is therefore suggestive and
not merely descriptivé&see Nautilus Group, Inc. v. ICON Health & Fitness, ,I8@2 F.3d 1330,
1342-43 (Fed. Cir. 2004) (noting that all segtiveness requires is “imaginationany type of

multistage reasonintp understand the mark’s sifjnance”) (emphasis added).

B. REWARDS AS A SERVICE Is Suggestive Because it is Incongruous

Incongruity is a strong indation that a mark is suggféve rather than merely
descriptiveln re Tennis in the Round Ind.99 USPQ 496, 498 (TTAB 1978) (TENNIS IN THE
ROUND held not merely desctipe for providing tennis facilitig, the Board finding that the
association of applicant's marks with the pardkeater-in-the-roundéreated an incongruity
because applicant's tennis facikti@re not at all analogous twte used in a “theater-in-the-
round”). The Board has described¢amgruity in a mark as “one tifie accepted guideposts in the
evolved set of legal principlder discriminating the suggestiveofn the descriptive mark,” and
has noted that the conceptroére descriptiveness “should not penalize coinage of hitherto

unused and somewhat incongruous word coatlins whose import would not be grasped
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without some measure of imagination and ‘mental pauberg Shutts217 USPQ 363, 364-5
(TTAB 1983) (SNO-RAKE held not merely sleriptive of a snowemoval hand tool)see

alsoln re Vienna Sausage Mfg. C&@56 USPQ 155, 156 (TTAB 1967) (FRANKWURST held
not merely descriptive for wiems, the Board finding thattabugh “frank” may be synonymous
with “wiener,” and “wurst” issynonymous with “sausage,” the combination of the terms is
incongruous and results in a mark that is no nioae suggestive of the nature of the goolfs);
re John H. Breck, Inc150 USPQ 397, 398 (TTAB 1966) (TINMTONE held suggestive for hair
coloring, the Board finding that the words overiagignificance antheir combination is
somewhat incongruous or redundant and doesmoediately convey the nature of the
product);cf. In re Getz Found227 USPQ 571, 572 (TTAB 1988Y/OUSE HOUSE held
fanciful for museum services featuring mice figeis made up to appear as human beings, the
Board finding that the only cortvable meaning of “mouse housee., a building at a zoo in
which live and/or stuffed micare displayed, is incongruous).

Applicant’'s “REWARDS AS ASERVICE” mark has an imngruous meaning that gives
it a distinct overall commercial impression. 8gfinition, a “reward” is “money or another kind
of payment that is given or received fonsething that has been done”; in other words,
something given to someone in exchange feeraice SeeRFR, Exhibit B. Consequently,
Applicant's REWARDS AS A SERVICE mark, wheead literally, would bénterpreted as self-
contradictory, as a form of circulbogic, or as if Applicant itdéis engaged in the practice of
rewarding people. It thus takes ltimstage reasoning for the consemno realize that Applicant’s
mark suggests that Applicant providesaandor third-partiesto give out rewards in an
efficient and effective manner. Consequenfigplicant's REWARDS AS A SERVICE mark is

suggestive, not mesedescriptive.
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C. AS A SRVICE Is Na Per SeDescriptive

The Examinng Attorneycites five egistrationswhich werefound to bedescriptive all
featurig a “... desciptive wordregarding lhe serviceplus the phase ‘AS A ERVICE.” FOA,
p. 4. Although it is ot explicitly argued inhe FOA, theExaminingAttorney pesumably dfered
these rgistrations a evidencen support othe proposibn that thdJSPTO casistently firds
marks ontaining AS A SERVICE per sedescriptive, ard so it shold similarlytreat Appli@ant’s
REWARDS AS A ERVICE mark. Howe\er, a reviewof TESS irdicates thathe USPTGChas
alloweda plethora 6 trademaks containingthe expressin “AS A SERVICE” onto the primipal
registerwithout reqiiring a shaving of acqured distinctveness. Tiale 1 below (which was
includedin Applicant’'s RFR) ligs twenty-seen (27) seh marks.See RFR, BEshibit C for
registraion certificaes. Note tht several othese marksre registed for clowd computing
related srvices.

Tablel. “As a Sevice” Rags. Where NoShowing of AcquiredDistinctiveness was Neded

Reg.

M ark No.

Goods/Sevices

Class 42: provithg weather iformation sevices

WEATHER AS A SERVICE 4024044

Class 35: Advdrising and mateting consulincy;
Advertising andmarketing serices, namely,

CONVERSION AS A SERVICE | 4363272 | promoting the gods and serees of others;

Advertising, maketing and ppmotion servies

Class 35: Proviithg office support functionsand
steff services, mamely, secretarand bookkeping
savices; Persaglized phone aswering serices

. Class 38: Videoaudio, and b conferencig
Ofﬁce as a Serv1ce 4438822 | savices; Persagized fax andvoice electroic
malil services; veb messagingnd web site
forwarding servies; Virtual BX dialing sevice;
Electronic transiission of voce signals, dat
facsimiles, imags, and information via a glbal
computer netwek; Secure el services
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M ark

Reg.
No.

Goods/Sevices

Offshorent, Offshore
Center As A Service

4387273

Class 35: Busiess process osiburcing senges in
the field of backoffice operatbns; Outsoureig in
the field of softvare developrarnt

VALUATION AS A SERVICE

4343243

Class 36: busirss valuation@vices; businss
valuation servies utilizing onine business
valuation softvare; informatia regarding bainess
valuation

Class 42: provithg online tenporary use ofion-
downloadable sftware usedn performing
business valuatins

CLASSROOM AS A SERVICE

4104231

Class 42: Softare as a servie(SAAS) serices
featuring interative softwarefor conductingT
training and eduational demastrations; conputer
consultation in e nature of igtallation,
maintenance ath repair of theaforementiond
software

DISCOUNTS-AS-A-SERVICE

4335475

Class 36: Acconts payable dicount managment
savices, namel, consulting, pocessing and
administration ¢ a system erging purchasrs to
obtain discount®n accounts gyable; Proctement
discount oppottnity servicespnamely, conslting
regarding implenentation of gnamic discouating
terms; Accountgayable finaning servicegor
third parties; Fetoring agencyservices

Class 42: Provithg temporaryuse of non-
downloadable omputer softvare enabling
purchasers to dhin discount®n accounts ayable
over computer eworks, intranets and the iernd

LEADERSHIP AS A SERVICE

4318294

Class 42: Consting in the fiéd of informaton
technology

SELLING AS A SERVICE

4227616

Class 35: Salgsromotion forothers; sales
promotion servies

TRAINING AS A SERVICE

4223358

Class 42: Congting in the fiéd of informaton
technology

INSIGHT AS A SERVICE

4175298

Class 35: Persmel managemnt consulting

Solutions in the Cloud
Delivered as a Service.

4097828

Class 42: Techial support swices, hamsl,
remote adminigtation and maagement of in
house and hostedatacenter @ices, databas and
software applicéions

INNOVATION AS A SERVICE

4093130

Class 35: Busiess consultingervices, nanlg,
providing assistnce in develpment of bugiess
strategies, innoation and ideananagemeniand
collaborative poblem solving
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M ark

Reg.
No.

Goods/Sevices

Revenue as a Service

4005089

Class 9: Comper software focontrolling and
managing patiat medical infemation; Conputer
saftware that povides webbased access to
applications andservices thragh a web opeting
system or pdal interface

Class 35: Medid billing outsourcing servies;
Medical billingsupport servies

Rules as a Service

3935884

Class 42: Softare as a servie(SAAS) servces,
namely, hostingsoftware for ge by othersdr use
in business intéigence for bainess decision
making, busines rules managment, and
application inteyration

SEARCH AS A SERVICE

3903841

Class 35: Emplgment coundéng and recrding;
Executive recruding servicesProfessional stffing
and recruiting srvices

VSAAS VIRTUAL SOFTWARE AS
A SERVICE

3895555

Class 42: Apptiation servicerovider servies
featuring virtualmachine opeting system
saftware; applietion service povider, namby,
hosting computesoftware aplications of ohers

CXO as a service

3872566

Class 35: Busiess consultingervices

ARCITITECTURT. AS A SERVICTE

3847256

Class 42: infamation technadgy consultatio;
technology conaltation in thefield of fractional
architecture; cosulting in thefield of information
technology inclding providirg others withproject
teams and spesdlists for an albtted numbenof
consultation hars, utilizing ad providing
consultants on &actional bas dependingotheir
skill specialty, and providingothers with IT
specialists ofteroffered on asbscription bais

Recruiting As A Service

3647398

Class 35: Job ahpersonnel gicement; Job
placement; Orgnizing and caducting job &irs

Applicant’s Brief -Ex ParteAppeal: SN 85878,838
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M ark

Reg.
No.

Goods/Sevices

SATISFACTION AS A SERVICE

3920269

Class 42: Apptation servicerovider (ASPB
featuring softwae for queuinghandling, loging,
recording, monioring, trackimg, supervision,
management, nating, dispositon and distribtion,
of telephone c#$, facsimile tansmissions, -enails,
and web basethessages to inffice or d-home
workers, partiesgallers or cusmers, for usin
the fields of cusomer servicegustomer suport,
inside sales, codctions, or diect response
marketing; applcation servicgrovider (AS)
featuring an aphcation software developmat tool
for use in custmizing telecanmunication sevice
applications, nanely, servicegor the queuig,
handling, loggirg, recordingmonitoring, traking,
supervision, maagement, roting, dispositim and
distribution of €lephone callsfacsimile
transmissions, enails, and wk based mesge
transmissions,dr use in the #lds of custorar
savice, custorer support, ingle sales, collgions,
or direct respoge marketing

PUBLISHING AS A SERVICE

3664775

Class 42: Comyter service, amely, actingas an
application servte provider irthe field of
knowledge maagement to hst computer
application softvare for the chlection, editimg,
organizing, modfying, bookmarking,
transmission, sirage and sharg of data and
information

IDENTITY AS A SERVICE

3781533

Class 9: Compar software tacontrol infomation
technology resarces, namelyapplications ad
infrastructure, amely, compter systems,
operating systais, databasesd directoriesand
related data forriformation nanagement ash
security

Class 42: Comyter hardwarend software
consultation; Cenputer servies, namely, achg as
ashared servicer provided srvice for contolling
information tetinology resowes and/or maaging
computer systas for others, amely, applietions,
infrastructure, amely, compter systems,
operating systais, databasesd directoriesand
related data foapplications ad infrastructue,
namely, compugr systems, ograting systers,
databases and dictories

Class 45: Comgter security ervices, namel,
monitoring or @ntrolling conputer systemsor
Security purpose

Records As A Service

3384153

Class 42: Proviithg online nm-downloadabd
computer softvare for the coléction, editing
organizing, modfying, bookmarking,
transmission, sirage and sharg of data and
information

Applicant’s Brief -Ex ParteAppeal: SN 85878,838
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M ark

Reg.
No.

Goods/Sevices

CONNECTIVITY AS A SERVICE

3550778

Class 38: Comyter servicesnamely, providng
and managingemote acces®tnetworks, pesonal
computers, peanal digital asstants, pockie
personal compters, mobile pones, and intmet
tablets

Class 39: Comyter servicesnamely, storag
savices for arciving databass, images andther
electronic data

Class 42: Apptiation servicerovider servies,
namely, hostingcomputer aplication softwae on
acomputer sergr for use by thers for remtely
accessing locasrea networksnd personal
computers; comuter servicespamely, receery of
computer datagomputer senges, hamely,
monitoring, anayzing, suppaing, administeing
and managing amputers, corputer software
applications, conputer systers) computer severs
and computer atworks; provding technical
support servicesnamely, moitoring, analyimg,
supporting, adnmistering andnanaging
computers, computer softwareapplications,
computer systes, computeravers and computer
networks and toubleshootingf computer
hardware, compter softwareand installatio
problems; compter servicespamely hostig and
maintaining anonline websitdfor others to ®re
content for othes

TECHNOLOGY-AS-A-SERVICE

3542404

Class 42: Comyter technolog support sences,
namely, help dek services; iformation
technology conslting servicesn the field @
identification, sipport and impementation 6
computea-basedinformation ystems for
businesses; coputer projecimanagement
savices; compter services, amely, remote
management oEomputer apptations for dters;
computer softvare design andomputer
programming & computer softare; compuer
software installéion; designmaintenance,
development ad updating ofcomputer sofvare

Information as a Service

3417466

Class 35: Provithg businessnanagement
information in onnection wih consulting ad
advisory servicsin the field ¢ business sttagic
planning; real etate marketig services in tafield
of commercial eal estate; praiding informdion in
the field of maketing and onihe marketingnedia
viathe Interné

These regisations cledy demonstate that theJSPTO des not have clear poliy
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of refusng registréion of marls containingAS A SERVICE as meely descripive. In fact,
these rgistrations énd to showthe opposg — that mawg “ AS A SER/ICE” marks
are inferently distnctive and etitled to registration onthe Princifa Register Accordingly,

Applicant's REWARDS AS ASERVICE mark shouldbe allotted he same mtection.

CONCLUSION

In sum, Appicant's RENARDS ASA SERVICE mark is sggestive ad not merey
descriptve becauséhe mark haan inconguous meamg and doesiot immedeately desciibe
any fundion or featre of Applicant’s servies with therequisite dgree of partularity.
Furthemore, the USTO has albwed numeous “as a awice” regidrations ont the princigl
registerwithout a slowing of aguired distnctiveness. fally, anydoubt regaging
descriptveness mude resolvd in Applicant’s favor. In re GrandMetropolitan Foodservee,
Inc., 30USPQ2d 194 (TTAB 1994).

WHEREFCRE, Applicant respectfuly requestshat the Boed REVERE the statutry
refusal prsuant to Tademark At 82(e)(1)and allow the Application to proced to publicaion.

Dated this 181 day of May, 2014.

Respectfuly submitted

A

Erik M. Pdton

ERIK M. PELTON & ASSOCIATES, PLLC
PO Box 1@637

Arlington, Virginia 2210

TEL: (703)525-8009

FAX: (703) 525-8089
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